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Abstract

The aim of this research is to demonstrate the legal protection of trademarks in the Saudi law issued
by Royal Decree No. (M/21) dated 5/28/1423 AH. It uses both the descriptive and analytical methods.
The research discusses the concept of trademarks both linguistically and technically, the criteria for
trademark fame and its importance, the civil protection of famous trademarks in the Saudi system, the
criminal protection of famous trademarks in the Saudi system, and the forms of trademark protection
in the Saudi system. The research concludes with the following key findings: A trademark is a symbol
or feature that takes a specific, distinctive form, adopted by merchants, manufacturers, farmers, or
service providers to differentiate goods or services and indicate their source, type, status, guarantee,
or method of preparation; The Saudi legislator grants the trademark registrant the right to own and
exploit the trademark; One of the rights to exploit a trademark is that the owner has the right to transfer
its ownership to others; The Saudi legislator grants the trademark owner the right to continue exploit-
ing and using the trademark; To protect the trademark criminally, the Saudi legislator has outlined the
crimes associated with infringing upon a trademark.

Keywords: Legal protection, trademarks, Saudi law.
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Dr. Mohamed Babiker Mohamed Malikmari I

Introduction:

A trademark is: “Everything that distinguishes a
specific product, whether a commodity or service,
from others, such as names that take a distinctive
form, signatures, words, letters, numbers, drawings,
symbols, raised engravings, or a group of colors that
take a distinctive form, and others (Eisa, 2013). A
trademark can also be defined as “a sign that indi-
vidualizes the goods of a given enterprise and dis-
tinguishes them from the goods of its competitor
(Emruli, Safet, Agim , & Kadriu, 2016).

Trademarks have received great attention that
is different from other trademarks, due to the im-
portance of a trademark, and this attention was not
limited to local laws, but the famous trademark was
the subject of interest of international agreements
and laws(The Gulf Cooperation Council Trademark
System Agreement, the unified system was issued in
2006 and entered into force in the Kingdom of Saudi
Arabia in 2016), as Arab and international laws were
interested in famous trademarks, their controls, and
methods of protecting them.

In the present era of highly competitive markets,
the protection of trademarks has become a crucial
need for preventing actions or forms of misuse that
could harm legitimate trademark owners (Rosalind,
Monica , & S.T. Kansil, 2025)

In the Kingdom of Saudi Arabia, the trademark
system guarantees the protection of trademarks on
similar products or services even if they are not
registered, and this is largely consistent with what
is stated in the Paris Convention(The Paris Conven-
tion for the Protection of Industrial Property, which
the Kingdom of Saudi Arabia joined in 2004) and
the TRIPS Agreement on the Protection of Trade-
marks (The Agreement on Trade-Related Aspects of
Intellectual Property Rights of 1994, which is super-
vised by the World Trade Organization, and which
the Kingdom of Saudi Arabia joined in 2005), and
due to the importance of this topic, this study came
under the title: “Legal Protection of Trademarks in
Saudi System”.

Significance of the Study:

The importance of the study is attributed to the
following:

1. The spread of trademark locally and interna-
tionally.

2. The urgent need to protect these trademarks
from infringement.

3. There are several cases of infringement on
trademarks.

4. The keenness of many people to obtain the
famous trademark.

Research Objectives:

1. Explaining the concept of the trademark.

2. Identifying the criteria for the fame of the trade-
mark.

3. Highlighting the methods of protecting the trade-
mark in the Saudi System.

4. Focus on recent amendments to the Saudi sys-
tem.

5. Integration with trademark protection under in-
ternational agreements.

6. Highlighting the shift toward protecting non-tra-
ditional trademarks.

Previous Studies:

Although there are relevant previous studies, they
are outside the scope of focus of the present research
(i.e., Saudi Arabia). However, they were reviewed
for the research’s structural framework. These stud-
ies include the following:

* First Study:

Noha Khaled Eisa, The Famous Trademark: A
Comparative Study, Journal of Babylon University
for Humanities, vol. (21), iss. (1), 2013.

The study aims to explain the concept of famous
trademarks, the criteria for the fame of a trademark,
and the civil and criminal protection of famous
trademarks.

1. Despite the importance of famous trademarks,
the legislation that stipulated it did not define it,
but rather left that within the framework of the
task of jurisprudence and the judiciary.

2. Objective criterion: It relates to the extent of the
public’s knowledge of the trademark, the du-
ration of its use, the duration of advertising and
publicity, the number of countries in which it was
registered, and its value in commercial markets.

Through the above results, the study recom-
mended the following:

1. We hope that the Iraqi legislator, when enacting
a law regulating the provisions of famous trade-
marks, will explain to us the criteria that we can
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rely on to determine the fame of trademarks.

2. We would like the Iraqi legislator to explain to
us the limits of the fame of trademarks, i.e., is
fame within the country sufficient to consider it
a famous trademark, or should this fame be at
the global level.

3. Difference between the present study and this
previous study: previous study focused on
trademarks in the Iraqi law, while the present
study focuses entirely on trademarks in the Sau-
di law.

* Second Study:

Hamza, Waleed Saleh, Legal Protection of
Trademarks, Doctoral thesis, Faculty of Sharia and
Law, Omdurman Islamic University, 2014.

The study aims to clarify the concept of trade-
mark and what distinguishes it from others, the his-
torical evolution of trademarks, the civil and legal
protection of trademarks, and the international pro-
tection of trademarks.

From the above, the study concluded the follow-
ing findings:

1. Trademark is of great importance, as it is linked
to people’s rights and interests, thus, the Suda-
nese legislator attached trademark registration
and responsibility to the position of the Public
Prosecutor, or his appointee.

2.Yemeni and Sudanese legislations approve a
single penalty for trademark infringement.

The study recommended the following:

Delete paragraph (2) of Article (27) of the
Trademark Law of 1969. And increase the penalty
for recidivism, as recidivism indicates that the penal-
ties resulting from infringement of trademarks have
no effect.

This study focused on famous trademarks in
Yemen and Sudan, unlike the present study, which
focuses on the Saudi system only.

Research Problem:

The problem that the present research address-
es concerns the following: the protection of famous
trademarks. The present research focuses on the
Saudi law by answering the following questions.

The problem that the studies are studying and impos-
ing hypotheses to solve, is legal protection of famous
trademarks, by answering the following questions:

2025 g5y I alexll 26 Susdl dzalil] il
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1. What is the concept of a trademark?

2. What are the criteria for the fame of a trade-
mark in the Saudi System?

3. What are the methods of protecting a trademark
in the Saudi System?

Study Limits:

Objective study limits: Methods of protecting a
trademark in the Saudi System.

Study Approach:

The study followed the descriptive, analytical,
and deductive approach, by collecting data and
information related to the protection of a famous
trademark, and analyzing it in a neutral manner, in
order to reach objective and neutral results.

Research Structure:

The research consists of an introduction and two
themes, they are as follows:

1- The introduction includes:
a.Research importance
b.Research objectives
c.Research problem
d.Previous studies
e.Research limits
f. Research approach
2- Theme one: Definition of research terms

a.First topic: Definition of the mark in lan-
guage and technically.

b.Second topic: Definition of the trademark
in language and technically.

3-Theme two: Trademark Fame Criteria and Im-
portance.

a. First topic: Trademark Fame Criteria.
b.Second topic: Importance of Trademarks.

4- Theme three: Trademark Protection Methods
in the Saudi System.

a.First topic: Protection of a Civilly Regis-
tered Trademark in the Saudi System.

b.Second topic: Protection of a Criminally
Registered Trademark in the Saudi System.

c.Third topic: Forms of Trademark Protection
in the Saudi System.

5- Conclusion:
a. The most important findings.
b. Recommendations.

6- Sources and references.

7- Table of contents.



Dr. Mohamed Babiker Mohamed Malikmari I

Theme One: Definition of Research Terms

* First Topic: Definition of the Mark in Lan-
guage and Technically

o First Section: The Notion of the Mark in
Language:

Mark: feature. Plural: marks. Landmark: place of
mark. Mark and sign: separation between two lands.
Mark and sign: something that is erected in the wil-
derness to guide the lost. Sign: tall mountain (Ibn
Sidah,2000) He designated a mark for him made
for him a feature or sign which he could recognize.
Mark: feature, sign, or emblem by which things are
known. From this: trademark (Omar,2008).

Ibn Faris said: “The letters ‘ayn, lam, and mim
are one sound root, indicating a trace on something
that distinguishes it from others, such as the mark,
which is well-known. It is said: I put a mark on
something (Ibn Faris ,1979).

Through the definition of the mark by linguists,
we find that it is a trace of the thing, a prominent
feature of it, a slogan, and a sign by which things
are known. From this, the concept of the trademark
was taken, which distinguishes one company from
another, or one activity from another.

0 Second Section: Definition of the Mark Tech-
nically:

The mark: “It is the sign that requires knowl-
edge of it to assume the existence of the meaning,
and it is inherent in the thing, it does not leave it
(Al-Jurjani ,1983).

* Second Topic: Definition of the Trademark
in Language and Technically:

o First Section: Definition of Trade in Language:

A person trades: he trades, he engages in buying
and selling. A merchant: someone who engages in
commercial activities, buying and selling, profes-
sionally (Omar, 2008); He trades and commerce. He
also trades, so he is a merchant. The plural is mer-
chants. The Arabs call a wine trader a merchant, and
a merchant’s marketable, meaning salable in trade
and the market. A commercial land: one where there
is trade (Al-Jauhari, 1987).

0 Second Section: Definition of Trade Technically:

Trade: “selling or buying for profit (Qalaji,
Qunaibi,2008).

Trade is defined as: “the exchange of goods,

services, and other various elements of production
between individuals or countries ( (Abdullah, The
8th Annual Conference).

o Third Section: The Concept of Trademark:

The trademark has been defined in several ways,
including:

The trademark: “A symbol or sign used by the
producer, manufacturer, or merchant to distinguish
his products or goods from their counterparts (Ham-
za ,2014).

This definition is one of the narrow definitions
of the trademark, as it did not address the service
within the trademark.

It was also defined as: “Any material sign placed
by the manufacturer on his products, or the merchant
on his goods, or by the one who provides a specif-
ic service on the interface of providing this service,
and this sign can distinguish it from its counterparts
of other manufactured goods, commodities, and ser-
vices (Hamza ,2014)..

This definition is distinguished by the fact that
it was not limited to the signs and symbols used by
manufacturers or merchants, but rather expanded the
concept of the trademark to include the signs placed
by service providers for their services.

It is defined as: “The economic project’s means
of distinguishing its products or services from other
products or services. This is achieved by using dis-
tinctive signs or marks that stick in the minds of con-
sumers of these products or service seekers, leading
to the product or service becoming more popular in
proportion to the value of the mark associated with
it (Hamza ,2014).

It is defined as a sign or feature that takes a spe-
cific, distinctive form, adopted by merchants, manu-
facturers, farmers, or service providers to distinguish
goods or services, to indicate their source, type, rank,
guarantee, or method of preparation (Hamza ,2014).

The Egyptian law defines it as: names that take a
distinctive form, signatures, words, letters, numbers,
drawings, symbols, shop addresses, stamps, seals,
pictures, raised engravings, and any other mark, or
any combination thereof if they are used, or intended
to be used, to distinguish the products of industrial
work, agricultural exploitation, forest exploitation, or
land extracts, or any goods to indicate the source of
the products or goods, their type, rank, warranty, or
method of preparation, or to indicate the performance
of a service (Egyptian Trademarks Law, 1939).
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The Saudi System defined the trademark, stat-
ing: “A trademark, in application of the provisions
of this system, is considered to be names that take a
distinctive form, signatures, words, letters, numbers,
drawings, symbols, seals, or raised engravings, or
any other sign or any combination thereof that is vi-
sually perceptible and suitable for distinguishing in-
dustrial, commercial, craft, or agricultural products,
a forest exploitation project, or a natural resource,
or to indicate that the thing on which the mark is to
be placed belongs to the owner of the mark due to
its manufacture, selection, invention, or trade, or to
indicate the performance of a service (The Law of
Trademarks, 1423 AH).

According to this definition, the Saudi legislator
has sought to establish a comprehensive definition
of'the trademark, as he considered that all names that
can be used as a distinctive mark, including signa-
tures, words, letters, numbers, drawings, symbols,
seals or raised engravings, are considered elements
of the trademark. He also set a basic condition for
the use of these elements, which is that they are
visually perceptible and suitable for distinguishing
different products, whether industrial, commercial,
craft, agricultural, or related to forest exploitation
projects or natural resources.

A famous trademark is defined as: a brand known
to a wide segment of the public and has a prestigious
position.

This definition narrows the definition of a fa-
mous trademark, because it limits fame to the pub-
lic’s knowledge, and that the product’s reputation is
good.

It is defined as: a distinctive mark that can distin-
guish between a commodity, product, or service, or
similar, of the same type, and is clearly known to the
public concerned (Saeed & Mustafa, 2007).

A famous trademark is also defined as: a brand
that has spread widely among the public and is rec-
ognized by many the public, where this brand be-
comes famous worldwide, such as: Coca-Cola for
soft drinks, and Mercedes for cars.

From the above, it becomes clear to us that there
are many laws related to trademarks; however, they
did not address the trademark, nor did they set a spe-
cific limit for it, which would cause many problems
and legal issues in the event of a dispute. Therefore,
the laws must address this matter and seek to define
the famous trademark, distinguishing it from other
trademarks. This is what the Saudi regulator did, as
it recognized the seriousness of the matter and the
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urgent need for it and set a definition that distin-
guishes it from others (Abu Al-Rab, 2014).

It also becomes clear to us that the famous trade-
mark is nothing but an ordinary trademark in origin,
but it was able to achieve international fame in many
countries of the world and became known to a large
segment of the public on the global level. The spread
of the trademark and it’s crossing the borders of the
country in which it was registered, earns it global
fame.

Theme Two: Trademark Fame Criteria and
Importance:

¢ First Topic: Trademark Fame Criteria:

It was previously stated that a famous trademark
is a regular trademark that gained its fame through
its worldwide reputation, until it gained its global
fame, and exceeded its original country in which it
was registered, and which international agreements
and conventions work to protect. Many Arab and
non-Arab legislations, and international conventions
stipulated the availability of certain criteria for a
trademark to become famous and set many criteria
for the fame of a trademark, and among those cri-
teria.

The Paris Convention for the Protection of In-
dustrial Property held many meetings to determine
the objective criteria for a famous trademark. In
1999, the WIPO organization held a meeting attend-
ed by the General Assembly of the Paris Union for
the Protection of Industrial Property, and the meet-
ing resulted in a joint recommendation for it related
to famous trademarks, and the recommendation de-
termined the absolute freedom of countries in which
trademarks were registered; to estimate the objec-
tive bases for the fame of a trademark (Abu Al-Rab,
2014).

0 Objective Criteria:

There are many objective criteria for the fame of
a trademark, including:

The fame and spread of the trademark among a
large segment of the public, which is measured by
the extent of the public’s demand for consuming
goods bearing that trademark.

The geographical scope of the use of the trade-
mark, and the extent of its use, as it is not a condi-
tion for the protection of a famous trademark that it
be registered in the country in which the trademark
protection is required, but it is sufficient that the
trademark be known among the consumer public,
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through advertising and publicity of that trademark
among people.

It is not necessary for a famous trademark to be in
the name of one person. Rather, it is possible for the
trademark to be owned by more than one company
in many countries, but on the condition that these
companies belong to the parent company that owns
the trademark, and in whose name the trademark
was registered.

Determining the value of the trademark, the high-
er the value of the trademark, the more it indicates
its fame, as the increase in the financial value of the
trademark is a criterion for the fame of the trade-
mark (Abu Al-Rab, 2014).

The objective criterion plays a major role in the
fame of the trademark, as through this criterion the
fame of the trademark is known, which has exceed-
ed the borders of the country in which it is registered
to be widespread across the countries of the world,
through what the company that owns the trademark
produces of distinctive products, distinctive services,
in addition to the advertisements that accompany
this trademark, and good marketing and promotion
of it, in order to reach the largest possible segment of
the public across the different countries of the world,
as the agreement considered advertising a condition
of the legal protection of the trademark.

According to the TRIPS Agreement of 1994,
Article 16, paragraph 2, stipulates that *“...When de-
termining whether a trademark is famous, member
states shall take into account the extent of knowl-
edge of the trademark in the relevant public sector,
including its knowledge in the member state con-
cerned as a result of the promotion of the trademark
(Al-Sagheer ,2007).

According to this agreement, the objective cri-
terion for the fame of a trademark is determined by
the competent authority in the country in which the
trademark is promoted, and the objective criterion
depends on the fame of the trademark across the
countries of the world (Abu Al-Rab, 2014).

o Subjective Criteria:

Just as there are objective criteria for the trade-
mark, there are also subjective criteria. The subjec-
tive criterion for the trademark depends on the extent
of the trademark’s spread locally and internationally,
as the trademark attracts customers internationally
and globally, and expands the company’s commer-
cial activities.

The subjective criterion for the trademark is the

extent of the public’s spread and knowledge of this
trademark. The subjective criterion is the segment of
the public that consumes and benefits from goods,
as the public buys goods and services bearing the
trademark. Accordingly, the spread of the trademark
among the public is the basis for its acquisition of
fame, and it becomes a famous trademark.

The TRIPS Agreement of 1994 took interest
in the subjective criterion of the famous trademark.
This criterion is based on the public’s knowledge
of this trademark. The agreement also clarified
that member states must consider, when assessing
the description of a trademark as famous, that the
trademark is widespread among the public of ben-
eficiaries and consumers, and the more widespread
the trademark is among the public of consumers and
beneficiaries, the more famous it is.

There is a dispute over defining the concept of
the public, which stipulates as a subjective criteri-
on that the trademark be well-known to them, for
the trademark to enjoy fame. There is a trend that
sees the audience as: the consumer audience, and the
beneficiaries of the product or service that bears the
distinctive trademark.

Others thought that the public are those who
deal with the goods that bear the trademark, and
this opinion is consistent with what was stated in
the recommendation of the Paris Joint Convention
regarding the protection of the famous trademark,
which defined the public as the sector of actual con-
sumption of goods, and actual use of services, and
this category can be determined through the con-
sumption and use of goods and services that bear the
trademark.

According to this view, the public includes dis-
tributors, representatives, and agents who deal with
goods bearing these trademarks, as well as import-
ers, and owners of companies that deal with goods
that bear such trademarks.

Considering the first and second points of view,
taking the first point of view in considering the pub-
lic in its broad sense as a subjective criterion for the
fame of the trademark is a theoretical criterion more
than a practical one, as taking it is a kind of theo-
rizing, which is far from reality, and the closest to
reality are the owners of the second point of view,
which defined the categories of the public, who con-
sider the fame of the trademark to them, and their
knowledge of the trademark that the goods or ser-
vices carry is the subjective criterion for the fame of
the trademark that is closest to reality (Abu Al-Rab,

2014)
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From the above, it becomes clear to us that in
order for a famous trademark to enjoy internation-
al protection, there are many criteria stipulated in
international agreements and conventions, which
stipulated the existence of objective and subjective
criteria in order to consider the trademark a famous
trademark, and not an ordinary one, and among
those criteria was the fame of the trademark among
the public within the country, and at the global lev-
el, although there were multiple points of view on
the concept of this public, but the closest to reality
is defining the public as consumers, and the actual
beneficiaries of goods and services, and that expand-
ing the scope of the public makes it closer to theory
than to reality.

Second Topic: Importance of Trademarks:

The importance of the trademark stems from the
multiple functions it performs, whether for the man-
ufacturer, merchant, service provider or consumer,
as it gains its value for all parties. The functions of
the trademark can be summarized as follows:

¢ Identifying the Source of Products, Goods
and Services:

The trademark identifies two main sources of
the product: the first is the personal source, i.e. the
party responsible for its production, whether it is an
individual establishment, a company or an institu-
tion. The second is the regional source, i.¢., the geo-
graphical location where the product was produced.
Through these two sources, the consumer can easily
distinguish between products, as the trademark indi-
cates the source of goods and services.

* Symbol of Trust in the Qualities of Products,
Goods and Services:

The trademark reflects the qualities of products
that distinguish them from others, whether in terms
of type, i.e., the characteristics that make the prod-
uct different from similar products, or rank, which
indicates the degree of quality and mastery. Thus,
the trademark contributes to enhancing confidence
among consumers, which prompts them to prefer
these products over others.

» A means of Advertising Products, Goods and
Services:

The trademark is an effective means of advertising
products and services. It is a primary tool for mer-
chants, manufacturers, and service providers to pro-
mote their brands, which facilitates their access to
the public through various advertising means, espe-
cially in the era of satellites and the Internet. There-
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fore, companies are keen to emphasize the quality of
their products through advertising campaigns, as the
trademark is the cornerstone in attracting the atten-
tion of consumers.

* A Means of Legitimate Competition:

The trademark plays a pivotal role in the success of
economic projects, as it contributes to distinguishing
products from other similar goods, which helps mer-
chants reach the consumer audience. On the other
hand, the trademark serves consumers by helping
them identify the products they prefer. Therefore,
the trademark is an important tool in legitimate com-
petition, as it contributes to achieving justice among
workers in trade, industry, and services, which en-
hances consumers’ confidence in products.

¢ Guarantee to Protect Consumers:

The trademark is one of the most important
means of protecting consumers, as it protects them
from fraud and deception. Consumers may be ex-
posed to attempts by some producers to hide the
defects of their products and promote them in a mis-
leading manner, which makes them think that these
products have the announced specifications. Thanks
to the trademark, consumers can verify the accuracy
of this information, thus protecting them from coun-
terfeit products.

e The Trademark is a Guarantee for the
Product:

The trademark provides protection for the prod-
uct, as it guarantees it the benefit of using the trade-
mark as an indicator of its association with its facility
or producer. The trademark also enhances the spirit
of competition in the markets, as producers seek to
constantly improve their products to attract consum-
er confidence, which contributes to the development
of quality and innovation (Al-Turki,2024).

Theme Three: Trademark Protection Meth-
ods in the Saudi System:

The protection of a famous trademark plays
a major role in protecting the owner of these trade-
marks from being exploited by others, which caus-
es him many harms. The protection of a trademark
is one of the topics that has a great connection to
economic and commercial development at the glob-
al level. The famous trademark has received global
and local attention, which paid off, and had a great
impact on protecting famous trademark from being
abused. There are many means and ways to protect
famous trademarks, and this is what we will study in
the first and second sections.
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* First topic: Protection of a Civilly Registered
Trademark in the Saudi System:

Based on international agreements such as:
TRIPS Agreement, Paris Convention and Arab
agreements, and under these agreements and legisla-
tions, the owner of a famous trademark enjoys legal
protection for the trademark he owns, if that trade-
mark is abused by someone other than its owner.
This legal protection for famous trademarks comes
to preserve the reputation of the company and the
product, and to prevent the misuse of that trademark,
which causes the company owner huge losses.

The trademark has been granted civil protection
by the relevant civil legislation, as there is a consen-
sus among Arab legislations to protect famous trade-
marks from infringement, and this is represented by
the right of the owner of the famous trademark to
claim compensation if another person infringes on
that trademark registered in his name.

Trademark has received civil protection from
relevant civil regulations, as there is consensus
among Arabic regulations in Egypt, UAE, Kuwait,
and other Arab countries on the protection of famous
trademarks from infringements. This is achieved in
giving the registered trademark’s owner the right to
demand compensation in the event that someone
else infringes the trademark.

The owner of a famous trademark may also
resort to the court to demand the cancellation of the
trademark like his, and to prevent those products
that use the trademark he owns, in accordance with
the rules and laws in force.

International agreements are concerned with
protecting the owner of a famous trademark with
international protection, “and according to the first
paragraph of Article 16/1 of the TRIPS Agreement,
the owner of a registered trademark has the absolute
right to prevent others from using his trademark,
or any similar trademark, in relation to goods or
services distinguished by the trademark, or similar
goods in relation to which the use of the trademark
would lead to the possibility of confusion (Al-Sa-
gheer,2007).

The Paris Convention of 1979 states:

A- The countries of the Union undertake, either
on their own initiative if their legislation allows for
this, or at the request of the interested party, to re-
fuse or invalidate the registration and to prohibit the
use of an industrial or commercial trademark which
constitutes a copy, imitation or translation likely to

create confusion with a trademark which the com-
petent authority in the country of registration or use
considers to be well-known as the trademark of a
person enjoying the benefits of this Convention and
used on identical or similar goods.

B- A period of not less than five years from the
date of registration must be granted to request the
cancellation of such a trademark.

C- No period may be specified to request the
cancellation or prevention of the use of trademarks
that have been registered or used in bad faith (Paris
Agreement,1979).

The TRIPS Agreement expanded the protection
of famous trademarks, so their protection included
trademarks for service sectors, and did not limit pro-
tection to trademarks specific to industry or trade
(Abu Al-Rab, 2014)

In the TRIPS Agreement: “The owner of a trade-
mark shall have the exclusive right to prevent any
other person from using signs or a similar trademark
in relation to identical or similar goods or services,
whenever such use is likely to result in a likelihood
of confusion. The likelihood of confusion is pre-
sumed when the goods or services are similar (Ar-
ticle 16-1), and members may provide for limited
exceptions such as the legitimate use of descriptive
terms ( (TRIPS).

This article confirmed what the Paris Conven-
tion stipulated regarding the protection of a famous
trademark from being abused by anyone other
than its owner. Rather, it added to this Convention
the protection of trademarks specific to the service
sector, which the Paris Convention overlooked. In
addition, the Paris Convention did not set specific
standards for a famous trademark that enjoys legal
protection and left the determination of that to the
member states. In contrast, the TRIPS Agreement,
which defined the famous trademark as: “Any sign
that allows the goods and services of an establish-
ment to be distinguished from the goods and ser-
vices of other establishments is considered eligible
to be a trademark (including service trademarks)
Article 15-1 (TRIPS ).

Thus, the importance of the famous trademark
and its international civil protection from exploita-
tion or infringement becomes clear to us. The Paris
Convention and TRIPS Agreement have combined
in an integrated manner on the need to protect fa-
mous trademarks, as they have defined the rights of
the owner of the famous trademark and granted him
all the rights that enable him to prevent others from
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infringing on his trademark.

From the above, it becomes clear to us the Arab
and international interest in protecting famous trade-
marks, as famous trademarks have received great
attention, as many agreements and meetings have
been held, and many decisions have been taken in
order to protect the owners of famous trademarks,
and give their owners the right to prevent others
from using or abusing them, and even has the right
to prevent products bearing the famous trademark
that has been abused from being circulated in the
markets, and thus famous trademarks enjoy great
civil protection from civil organizations concerned
with protecting intellectual property, including pro-
tecting trademarks from illegal exploitation by in-
dividuals or institutions, due to the severe damages
resulting from this illegal use, or abuse on the trade-
mark, which holds the wrongful abuser fully legally
responsible, and gives the owner of the trademark
the right to request compensation, request the can-
cellation of the trademark, and stop the circulation of
those products bearing the abused trademark.

According to the legal texts in the Saudi laws, the
trademark is civilly protected by four legal entities:

* The Law of Trademarks issued by Royal De-
cree No. M/21 dated 28/5/1423 AH, which
prohibits all forms of trademark infringement
and grants the affected party the right to claim
compensation and stop the infringement of his
trademark.

* Competition Law issued by Royal Decree
No. M/75 dated 6/29/1440 AH, in its article
2, which states that the law aims to protect
and encourage fair competition, and combat
and prevent monopolistic practices that affect
legitimate competition or the interest of the
consumer, which leads to improving the mar-
ket environment and developing the economy.
Since trademark infringement is considered an
act of unfair competition, Article 25 of this law
stipulates that any natural or legal person who
suffers harm because of practices that violate
the provisions of the law may submit a request
for compensation before the competent court.

* Trademarks Law of the Gulf Cooperation
Council States of 1435 AH.

» The general rules of civil liability contained
in the Civil Transactions Law issued by Roy-
al Decree No. M/191 dated 11/29/1444 AH,
as infringement of a trademark causes damage
to the commercial establishment and requires
compensation (Ghawanmeh, 2024).
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* Second Topic: Protection of a Criminally Reg-
istered Trademark in the Saudi System:

Criminal laws are concerned with protecting
famous trademarks, to protect the owner of these
trademarks from illegal exploitation of or infringe-
ment on the trademark. The civil protection of the
trademark has resulted in a dispute over the acts
that fall under unfair competition, which results in
harm to the owner of a trademark, which is a jus-
tification for claiming compensation. This problem
includes criminal protection, by imposing a penalty
for a crime. The crime has two elements: material
and moral. The legal principles and rules require the
right of the owner of a trademark to sue whoever
abused his trademark. For the trademark to enjoy
protection, a famous trademark must be registered,
and the abuse must occur on the trademark itself
(Abu Al-Rab, 2014).

The Law of Trademarks has defined the acts
that constitute crimes affecting a trademark, which
achieves criminal liability and entails punishment,
in application of the rule “no crime and no punish-
ment except by text”. Here, we will limit ourselves
to mentioning the acts that constitute crimes and the
penalties prescribed for them, in addition to other
penal measures stipulated by the law, which are:

0 Trademark Counterfeiting:

The crime of counterfeiting or imitating a trade-
mark is one of the most widespread crimes, as it leads
to misleading and deceiving the consumer, making
him believe that he is buying the original product.
For this crime to be committed, its elements must be
present. As is the case with other crimes, the crime of
counterfeiting a trademark is based on two main el-
ements: the material element and the moral element.

The material element: The material element in
this crime consists of the act of counterfeiting, which
is achieved by creating a trademark that is complete-
ly identical to the original trademark. This act may
be done through imitation, i.e. by placing a trade-
mark similar to or close to the original trademark.
One of the most important principles decided by the
judiciary in the context of imitation is that it leads to
deceiving and misleading the consumer and makes
it difficult for him to distinguish between goods
bearing a counterfeit or imitated trademark and
goods bearing the original one. The counterfeiting
must also be done without the consent of the trade-
mark owner.

The moral element: The moral element in the
crime of counterfeiting or imitating a trademark is
represented by the presence of the intent to defraud
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on the part of the perpetrator, which is assumed,
meaning that the perpetrator’s will, while knowing
that the trademark is registered, has been directed
towards committing the act of counterfeiting or im-
itating the trademark with the aim of violating the
right to the trademark and misleading the consumer.
Counterfeiting is only punishable in the event of bad
faith, which is represented by the presence of intent
and will on the part of the perpetrator to violate the
scope of the trademark by deceiving and misleading
the consumer using this fraud. In other words, the
perpetrator’s will have been directed towards com-
mitting the act of counterfeiting or imitating; if the
will to carry out the act constituting the crime is ab-
sent, the perpetrator is not punished (Ghawanmeh,
2024).

The Saudi Trademark Law states:

A- Anyone who forges or imitates a registered
trademark in a manner that misleads the public, and
anyone who maliciously uses a forged or imitated
trademark.

B- Anyone who maliciously places on his prod-
ucts or uses in connection with his services a trade-
mark owned by another.

C- Anyone who displays, offers for sale, sells,
or possesses with the intent to sell products bearing
a forged, imitated, or illegally placed or used trade-
mark, knowing that, as well as anyone who offers
services under such a trademark, knowing that (Ar-
ticle 43, 1423 AH) .

0 Use of a Trademark with Malicious In-
tention:

This crime occurs is when the perpetrator pos-
sesses or displays goods and merchandise for sale or
for trading bearing a counterfeit or imitated trade-
mark. The material element of this crime is the phys-
ical act based on the act of possessing or displaying
goods bearing a counterfeit or imitated trademark.
The punishable use is the use for commercial pur-
poses related to the trading of goods, merchandise
and services bearing the counterfeit trademark,
except for personal use. Regardless of the method
used, this crime includes all goods, merchandise and
services bearing the counterfeit trademark wherev-
er they are, whether those goods are located inside
the commercial establishment or displayed in front
of the establishment or in any place that follows the
movement of the merchant’s commercial activity for
the purpose of selling and achieving his interests at
the expense of the interests of other merchants.

In this context, the Saudi judiciary has issued sev-

eral judicial rulings, including the ruling issued by
the Second Appeal Circuit of the Commercial Court
in Dammam, where the defendant was accused of
selling goods bearing counterfeit trademarks of
high-value trademarks in large quantities. The court
ruled that the defendant pay a fine, along with con-
fiscating and destroying the goods.

When the moral element is represented by the
necessity of the general criminal intent and the spe-
cial criminal intent, i.e. the intent to defraud and de-
ceive, this means that the perpetrator is aware and
knowledgeable that the goods in his possession or in
the possession of his representative bear a counter-
feit or forged trademark, and he intends to sell them
in any way according to what is followed in com-
mercial custom. Consequently, the perpetrator uses a
trademark that he knows is counterfeit or forged and
aims to deceive and defraud others. For this crime to
occur, the perpetrator must be aware that he is using
a counterfeit or forged trademark, i.e., his intention
has been directed towards the act of using the coun-
terfeit or forged trademark with the intent to mislead
the consumer about the source of the products (Gha-
wanmeh, 2024).

o Crime of Displaying, Selling or Possessing a
Counterfeit Trademark with Intent to Sell:

The Saudi legislator distinguished between the
crime of forgery, imitation or use as stated, and the
crime of displaying, selling, or possessing counter-
feit or forged goods. Sale here means selling goods
bearing a counterfeit or forged trademark, and the
legislator considered each of these two crimes as an
independent crime.

The perpetrator’s act in this crime is manifest-
ed in selling goods bearing a counterfeit or forged
trademark, or in displaying these goods for sale, or
possessing them with intent to sell. As is clear, the
material element of this crime takes several forms,
represented in the act of selling, displaying for sale,
or possessing with intent to sell goods bearing a
counterfeit or forged trademark, as well as in pos-
sessing goods or things on which a counterfeit or
forged trademark has been used. Accordingly, the
legislator considers these three acts to be one crime,
whether the goods are in the storefront, in stores,
warehouses or in any place belonging to the mer-
chant.

As for the moral element in this crime, it is rep-
resented by the presence of criminal intent, i.e. the
perpetrator knows that the goods in his possession
bear a counterfeit or forged mark, and intends to sell,
offer for sale, trade or possess them with the intent to
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sell (Ghawanmeh, 2024).

The Trademark Law states: 43/C: “C - Anyone
who displays or offers for sale or sells or possesses
with the intent to sell products bearing a counterfeit,
imitated trademark, or a trademark that is placed or
used unjustly, knowing that, as well as anyone who
offers services under such a trademark, knowing that
(Article 43, 1423 AH).

Third Topic: Forms of Trademark Protection
in the Saudi System:

There are many measures taken by the Saudi reg-
ulator to protect famous trademarks from exploita-
tion or infringement, including:

1. Preventing the registration of a trademark that
infringes on a famous trademark.

2. Article 2 of the Law of Trademarks states: “J
- Trademarks that are identical or similar to
famous trademarks in the Kingdom, even if
they are not registered therein on identical or
similar goods or services, and trademarks that
are identical or similar to those well-known in
the Kingdom and registered therein on goods or
services that are not identical or similar, provid-
ed that such use causes harm to the owner of the
famous trademark.

3. Trademarks owned by natural or legal persons
who are prohibited from being dealt with ac-
cording to a decision issued by the competent
authority.

4. Signs that are identical or like trademarks pre-
viously deposited or registered by others on
identical or similar products or services, as well
as signs whose registration for some products
or services results in diminishing the value of
others’ products or services.

5. Objection to the registration of a trademark that
infringes on a famous trademark (Al-Sharairi,
2006)

There is no explicit text in the Saudi law that
prohibits objecting to the registration of a trade-
mark that infringes on a famous trademark, but
in Article 15 of the Law of Trademarks: “Any
interested party may object to the approval of
the registration of a trademark before the Board
of Grievances within ninety days from the date
of its registration, with a copy of the objection
and evidence of its submission being deposited
with the competent department at the Ministry of
Commerce (Article 15, 1423 AH).
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Conclusion:
The Most Important Findings:

 Trademark is a symbol, sign, or label that has
a distinctive shape and is adopted by traders,
manufactures, farmers, or service providers,
with the purpose of distinguishing products or
services in a manner that expresses their sourc-
es, types, quality, arrangement, or method of
preparation or maintenance. Trademark is one
of the most important marketing and introduc-
tory methods that contribute to building a com-
mercial reputation and cultivating trust among
the public.

* The Saudi law gave trademark owners exclu-
sive legal rights, including mainly the right
to own and fully use the trademark (e.g.,
placement on product packing or in service
locations), transferring ownership to others
through legal agreements, and licensing to
others under specific conditions. These right
guarantees to the trademark’s owner control
over how to use the trademark without harm-
ing its value or reputation.

* The Saudi regulator acknowledged the trade-
mark owner’s right in using it without suspen-
sion, providing consistent legal protection as
long as the trademark is registered and used
with accordance to the law.

* In order to provide effective legal protection,
the regulator indicated the importance of penal
protection of trademarks. The regulator consid-
ers any violation against a trademark, either by
imitating or illegal use, is a punishable offense,
as it causes both material and moral damage to
the trademark’s owner, in addition to being mis-
leading to consumers and affecting legitimate
competition.

* The Saudi legislator paid special attention to
famous trademarks, driven by awareness of the
economic value and global reputation of such
trademarks. In this context, several legal mea-
sures and regulatory decisions were taken to
prevent the registration or use of similar or in-
fringing trademarks. These measures are in line
with relevant treaties, such as Paris Convention
and TRIPS, which emphasizes the importance
of providing expanded protection to this partic-
ular type of trademarks.

* To provide protection, the Saudi law has been
keen on establishing effective mechanisms to
prevent the registration of trademarks that in-
fringe or are like famous trademarks, as evident
in criminal charges associated with infringing
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a trademark, thereby increasing investors’ con-
fidence, and protecting intellectual property
rights in the Saudi market.

 The Saudi trademark system is witnessing sig-
nificant development in the regulatory and pro-
cedural aspects, which enhances the protection
of commercial rights. However, the challenge
of raising awareness, unifying judicial interpre-
tation, and combating digital counterfeiting re-
main the most prominent areas that need further
development.

Recommendations:

* The study recommends further studies on the
legal protection of famous trademarks.

» Holding seminars and conferences to identify
the methods of protecting famous trademarks
civilly and criminally.

* Developing legal texts dedicated to each type
of trademark licensing contracts.

e A law must be enacted that criminalizes the
registration of a famous national trademark if
it conflicts with a trademark used within the
Kingdom.

» Appealing to the Saudi regulator to impose
stricter penalties for violating trademark ex-
ploitation contracts and failure to comply with
them.
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